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The Intersection of the First Amendment and
Trademark Law: A Survey of Recent Opinions

By Theodore H. Davis Jr. and Joseph K. Davis

I. Introduction

Throughout much of its history, and with one arguable,
but narrow, exception,! the Supreme Court of the United
States has been largely untroubled by the possible tension
between the right to free speech guaranteed by the First
Amendment to the Constitution on the one hand and the
protection of trademarks on the other. Nevertheless, the
Court’s relative lack of attention to that issue has not been
characteristic of opinions from the lower federal courts and
state courts, and, indeed, those courts have long addressed it
in myriad contexts. Beginning in 2017 and continuing to the
present day, that activity began to percolate up to the highest
court in the land, with far-reaching results.

This article addresses recent opinions bearing on the in-
tersection of the free speech and trademark rights. Part II
examines the content discrimination vs. viewpoint discrimi-
nation framework introduced into the registration context
by the Supreme Court’s opinions in Matal v. Tam?* and lancu
v. Brunetti,? but dispensed with by the Court in Vidal v. El-
5ter.4Along with Part II, Part III examines the Court’s 2023
decision in Jack Daniel’s Properties, Inc. v. VIP Products LLC®
and applications of it by the lower federal courts since its
issuance.

Il. The Content Discrimination vs. Viewpoint
Discrimination Framework

The Supreme Court has historically employed various
paradigms for addressing First Amendment-based challenges
to government action. Nevertheless, and although it has not
disavowed other ones, the Court’s decisions since the turn of
the century appear increasingly receptive to a framework that
classifies alleged impairments of the exercise of free speech
into one of two categories: (1) those with a content-discrim-
inatory effect; and (2) those with a viewpoint-discriminatory
effect. Those two concepts sound similar, but the conse-
quences of government action falling into one category or
the other can differ significantly.

“Government regulation of speech is content based if a
law applies to particular speech because of the topic discussed
or the idea or message expressed.”® This means that content-
based discrimination occurs when the government attempts
to regulate all speech about a certain topic, no matter what
that speech says. In contrast, “[v]iewpoint discrimination is

. . . an egregious form of content discrimination” that oc-
curs when the government attempts to regulate only certain
opinions about a topic.® Content-discriminatory restrictions
on speech are disfavored, but they historically can be justified
under the familiar test set forth in Central Hudson Gas &
Electric Corp. v. Public Service Commission,” which turns on
whether (1) the asserted government interest is substantial;
(2) the regulation directly advances that government interest;
and (3) the regulation is no more extensive than necessary.
Government action with a viewpoint-discriminatory effect,
however, is permissible only in cases in which the govern-
ment itself speaks.!? As set forth below in greater detail, the
distinction between content discrimination and viewpoint
discrimination has taken center stage in recent years in both
the registration and enforcement contexts.

A. Applying—and Dispensing With—the
Framework in the Registration Process

1. Vidalv. Elster

In Vidal v. Elster,'! the Supreme Court addressed the
constitutionality of Section 2(c) of the Lanham Act, which
prohibits the registration as a trademark or service mark of
any “name, portrait, or signature identifying a particular liv-
ing individual except by his written consent.”!? Citing Sec-
tion 2(c), the USPTO rejected an application to register the
TRUMP TOO SMALL mark by a critic of the former presi-
dent. The application recited an intent to use the mark for
various shirts, and, although an example of that use is absent
from the application’s file-wrapper history, the following im-
ages of the front and rear of one of Elster’s shirts appear in the
litigation files (figure 1):

Figure 1
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According to the Federal Circuit, “the phrase [the ap-
plicant] sought to trademark [sic] invokes a memorable ex-
change between President Trump and Senator Marco Rubio
from a 2016 presidential primary debate, and aims to ‘con-
veyl] that some features of President Trump and his policies

are diminutive.””13

In overturning the refusal, that court held Section 2(c)
unconstitutional as applied by the USPTO when refusing
Elster’s application. It drew heavily on the Supreme Court’s
opinions in Matal v. Tam,'* and Iancu v. Brunetti,'> which
together invalidated the once-extant prohibitions on the
registration of scandalous, immoral, and potentially dispar-
aging marks in Section 2(a) as impermissibly viewpoint-
discriminatory,'® while also rejecting the proposition that the
USPTO’s decisions to register or not to register particular
marks constituted permissible speech.!” The Federal Circuit
agreed with Elster that Section 2(c) was at least content dis-
criminatory. Nevertheless, it ultimately held that “[w]hatever
the standard for First Amendment review of viewpoint-neu-
tral, content-based restrictions in the trademark area, whether
strict scrutiny or intermediate scrutiny, there must be at least
a substantial government interest in the restriction.”!® The
USPTO’s proffered interest was the protection of Trump’s
state-law rights of privacy and publicity, but that failed to
convince the court, which therefore held Section 2(c) un-
constitutional on an as-applied basis “under any conceivable

standard of review.”1?

Agreeing to review the Federal Circuit’s invalidation of
Section 2(c), the Supreme Court granted the government’s
petition for a writ of certiorari, which presented the fol-
lowing question: “Whether the refusal to register a mark
. . . violates the Free Speech Clause of the First Amendment
when the mark contains criticism of a government official
or public figure.”?® The Court answered that question in an
opinion authored by Justice Thomas that, as a threshold mat-
ter, agreed with the Federal Circuit’s conclusion that Section
2(c)—referred to by the Court as the “names clause”—has a
content-discriminatory effect, but not a viewpoint-discrim-
inatory one. Citing the USPTO’s practice of refusing reg-
istration to applied-for marks containing any recognizable
references to living individuals, the Court explained that “the
names clause does not facially discriminate against any view-
point. No matter the message a registrant wants to convey,
the names clause prohibits marks that use another person’s
name without consent. It does not matter ‘whether the use of
[the] name is flattering, critical or neutral.””?!

At that point, the Court might have been expected to
invoke the Central Hudson test, just as the Federal Circuit
had done. It did not do so, however, and, indeed, neither the
Court’s opinion nor the others filed in the case even mention
Central Hudson at all. Instead, consistent with the methodol-

ogy in some of its recent opinions in other cases,?% the Court
undertook a historical analysis of both trademark law gener-
ally and its treatment of claimed rights in personal names in
particular, which led the Court ultimately to conclude that
“[s]everal features of trademark [law] counsel against a per
se rule of applying heightened scrutiny to viewpoint-neutral,
but content-based trademark regulations.”??

One such feature, the Court held, was “the inherently
content-based nature of trademark law,” which “has never
been a cause for constitutional concern.”** As evidence of
that nature, the Court cited the common law’s discourage-
ment of claims of rights to personal names, which it consid-
ered to be codified in the Lanham Act as Section 2(e)(4)’s
prohibition on the registration of applied-for marks deemed
to be primarily merely surnames without supporting show-
ings of secondary meaning.?> The Court also found support
for its conclusion in the common-law cause of action for
infringement recognized by both English courts and their
early United States counterparts, which, it noted, extended
to alleged misappropriations of personal names.2® “[Polic-
ing trademarks so as to prevent confusion over the source of
goods,” it explained, “requires looking to the mark’s content.”
Thus, “[t]he common law did . . . allow a person to obtain a
trademark containing his own name—with a caveat: A person
could not use a mark containing his name to the exclusion of
a person with the same name.”%’

The result of the Court’s deep dive into the history of
trademark law was that Section 2(c) withstood constitutional
scrutiny:

We conclude that a tradition of restrict-
ing the trademarking [sic] of names has
coexisted with the First Amendment, and
the names clause fits within that tradition.
Though the particulars of the doctrine have
shifted over time, the consistent through
line is that a person generally had a claim
only to his own name. The names clause re-
flects this common-law tradition by prohib-
iting a person from obtaining a trademark
of another living person’s name without
consent, thereby protecting the other’s repu-
tation and goodwill.?8

Nevertheless, the Court disclaimed any intent to hold that
“an equivalent history and tradition is required to uphold ev-
ery content-based trademark restriction,”* explaining that
“[w]e hold only that history and tradition establish that the
particular restriction before us, the names clause . . . , does
not violate the First Amendment.”*

20
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2. Inre GO & Associates

If, as Zam and Brunetti (but not Elster) hold, applications
of the content discrimination vs. viewpoint discrimination
framework can invalidate prohibitions on registration, a re-
cent Federal Circuit opinion places limits on that practice
where the extra-statutory failure-to-function ground for re-
fusal is concerned. That opinion, in /2 re GO & Associates,’!
arose from an unsuccessful application to register EVERY-
BODY VS RACISM for tote bags, various articles of cloth-
ing, and “[p]romoting public awareness of the need for ra-
cial reconciliation and encouraging people to know their
neighbor and then affect [sic] change in their own sphere of
influence.”®? Citing “dozens of examples of the mark being
used in informational (rather than source-identifying) ways,”
including uses “by referees in the National Basketball Asso-
ciation; in titles of rap songs, podcasts, church sermons, and
YouTube videos; and on various articles of clothing,” the as-
signed USPTO examining attorney refused registration af-
ter concluding that the applied-for mark failed to function
as a source identifier for the applicant’s goods and services
because it comprised informational matter. The Trademark
Trial and Appeal Board affirmed after determining that the
record “show[ed] wide use of the proposed mark in a non-
trademark manner to consistently convey an informational,
anti-racist message to the public.”??

Although certain precedential Board opinions over the
past year have overturned failure-to-function refusals to regis-
ter claimed marks,? the applicant apparently did not invoke
them as its primary line of attack. It instead asserted that
“[pler se refusals based on the Informational Matter Doctrine
are unconstitutional” because they “involve[ ] content-based
discrimination that is not justified by either a compelling
or substantial government interest.”>> The Federal Circuit
disagreed:

[The applicant’s] constitutional argument is
based on a faulty premise: that the [USP-
TO’s] application of the so-called “Infor-
mational Matter Doctrine” results in the
per se refusal of any mark that contains
informational matter, regardless whether
or not consumers perceive the mark as
source-identifying. That is not true. Indeed,
one can immediately envision many marks
. . . that contain informational matter (e.g.,
widely used slogans), but nevertheless func-
tion as source identifiers.3

Noting that “[t]he fundamental purpose of a trademark
or service mark is to identify and distinguish the source of a
particular good or service,”®’ the court further observed that
the registration of a mark used by the public in such a way
preventing its attribution to a single source would undermine

trademark law in its entirety. Of equal importance, it would
render the public “no longer free to express common senti-
ments without the threat of paying a licensing fee to some-
one who sees an opportunity to co-opt a political message.”®
“Contrary to [the applicant’s] position,” the court concluded,
“nothing in the Lanham Act or the PTO’s so-called ‘Infor-
mational Matter Doctrine’ prohibits registration of a mark
containing informational matter, so long as the mark also
functions to identify a single commercial source.” Because
the factual record demonstrated that the applied-for mark
failed to perform that function, the applicant’s constitutional

challenge failed.

B. Possible Application of the Framework in the
Litigation Context in Jack Daniel’s Properties, Inc.
v. VIP Products LLC

Although the most recent high-profile applications of the
content discrimination vs. viewpoint discrimination frame-
work have occurred in the registration context, another may
soon rear its head in the aftermath of the Supreme Court’s
opinion in _jack Daniel’s Properties, Inc. v. VIP Products LLC.4°
This section addresses the disposition of the federal cause of
action for likely dilution by tarnishment under Section 43(c)

of the Lanham Act?! in that case; that of the likelihood-of-
confusion-based causes of action at issue is addressed below.

The basic facts of jack Daniel’s are by now well-known
to most trademark professionals. Following its receipt of a
demand letter from the producer of the Tennessee sour mash
whiskey shown below on the left, the manufacturer of the
dog chew toy shown below on the right filed an action in the
District of Arizona seeking a declaratory judgment of non-
liability for infringement and likely dilution (figure 2).

Figure 2

Not surprisingly, Jack Daniel’s counterclaimed for pre-
cisely those torts.

On summary judgment, the district court found as a mat-
ter of law that VIP’s imitations of Jack Daniel’s marks and
trade dress were trademark uses, or, in other words, indicators
of the source of VIP’s own goods.42 The district court found
that disqualified VIP from the protection of Section 43(c)
(3)(ii), which creates an “exclusion” from liability for likely
dilution covering
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[a]ny fair use, including a nominative or de-
scriptive fair use, or facilitation of such fair
use, of a famous mark by another person
other than as a designation of source for the
person’s own goods or services, including use
in connection with . . . identifying and par-
odying, criticizing, or commenting upon
the famous mark owner or the goods or ser-

vices of the famous mark owner.%3

Following a bench trial, the district court found VIP’s uses
likely to cause dilution under a tarnishment theory,* only to
have the Ninth Circuit reverse. Whatever the merits of the
district court’s analysis of the exclusion in Section 34(c)(3)
(A)(ii), the court of appeals held that a different exclusion in
Section 43(c)(3)(C), one covering “noncommercial use[s]”
by defendants, precluded liability. Having found the chew
toy an expressive work falling within the scope of the First
Amendment’s protection as a matter of law while evaluating
Jack Daniel’s likelihood-of-confusion-based causes of action,
the Ninth Circuit concluded that “[w]hen the use of a mark
is ‘noncommercial,’ there can be no dilution by tarnishment.
Speech is noncommercial ‘if it does more than propose a
commercial transaction’ and contains some ‘protected ex-
pression.” Thus, use of a mark may be ‘noncommercial’ even
if used to ‘sell’ a product.”#

That holding met with misfortune at the hands of the
Supreme Court, which, reviewing Section 43(c)(3)(C)’s lan-
guage and purpose, held that “[t]he problem with the Ninth
Circuit’s approach is that it reverses that statutorily directed
result, as this case illustrates.” ¢ It then further explained that:

Given the fair-use provisions carve-out,
parody (and criticism and commentary,
humorous or otherwise) is exempt from li-
ability only if not used to designate source.
Whereas on the Ninth Circuit’s view, paro-
dy (and so forth) is exempt always—regard-
less [of] whether it designates source. The
expansive view of the “noncommercial use”
exclusion effectively nullifies Congress’s
express limit on the fair-use exclusion for
parody, etc. Just consider how the Ninth
Circuit’s construction played out here. The
District Court had rightly concluded that
because VIP used the challenged marks as
source identifiers, it could not benefit from
the fair-use exclusion for parody. The Ninth
Circuit took no issue with that ruling. But
it shielded [the counterclaim defendants]
parodic uses anyway. In doing so, the
court negated Congress’s judgment about
when—and when not—parody (and criti-

cism and commentary) is excluded from
dilution liability.*”

Thus, “the noncommercial exclusion does not shield par-
ody or other commentary when [a defendant’s] use of a mark
is . . . source-identifying.”4®

To that point, the outcome in Jack Daniel’s was strictly
a matter of statutory construction, rather than one turning
on the First Amendment’s right to free speech. On remand,
however, VIP successfully invoked Rule 5.1 of the Federal
Rules of Civil Procedure,*® which requires district courts to
certify to the Attorney General of the United States any con-
stitutional challenges to federal statutes and allow the United
States to intervene if it so chooses. On April 14, 2024, the
district court therefore certified to the Attorney General the
following question:

Does the Lanham Act provision authoriz-
ing injunctive relief in cases of trademark
dilution by tarnishment, 15 U.S.C. §
1125(c)(2)(C), violate the First Amend-
ment to the United States Constitution be-
cause its reliance on whether the trademark
use “harms the reputation of the famous
mark” constitutes impermissible viewpoint
discrimination?*°

In doing so, the court acknowledged Jack Daniel’s argu-
ment that VIP had waived its constitutional argument by
failing to raise it earlier in the litigation, noting that it was
making “no finding at this time as to whether VIP has waived
its constitutional challenge. While [Jack Daniel’s] waiver ar-
gument could ultimately be determinative as to whether this
Court reaches VIP’s constitutional challenge, this is not the
appropriate juncture for the Court to consider it.”>! Whether
the parties’ dispute is an appropriate vehicle for an applica-
tion of the content discrimination vs. viewpoint discrimina-
tion framework to claims of likely dilution by tarnishment
therefore remains to be seen, as does the outcome of such an
application.

lll. Challenges to the Use of Alleged Imitations
of Plaintiffs’ Marks in the Titles or Content of
Expressive Works

A. The Rogers v. Grimaldi Test for Liability

The test for liability first set forth in Rogers v. Grimaldi>*
has played an increasingly significant role in trademark-based
challenges to the titles and content of expressive works since
its articulation. Although applications of that test vary from
court to court, the test generally requires an alleged imitation
of a plaintiff’s mark either to have no artistic relevance to the
underlying work or, if it is artistically relevant, to be explicitly
misleading as to the work’s source or content.’® A plaintiff

22
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before a court that has adopted Rogers must also demonstrate
that confusion is likely, whether as a standalone showing (as
in the Ninth Circuit) or as part of the inquiry into whether
the defendant’s use is explicitly misleading (as in the Second
Circuit).>*

B. Limitations on the Rogers Test Imposed by Jack
Daniel’s

However Rogers is applied, the Supreme Court sharply
limited its availability in jack Daniel’s. It did so by abrogating
the Ninth Circuit’s rule that Rogers protects not only the titles
and contents of creative works but also the trademarks and
service marks under which they are sold.>> Presciently an-
ticipating the Supreme Court’s eventual holding, the district
court in Jack Daniel’s eschewed the Rogers framework in favor
of a straightforward multi-factored likelihood-of-confusion
analysis that produced a finding of infringement following
a bench trial.>¢ According to the Ninth Circuit, however,
the district court erred by not treating VIP’s product as a
creative work eligible for Rogers’s protection.’” Because the
district court had found liability under the Ninth Circuit’s
multifactored Sleekcraft test’® without first deciding whether
the plaintiff could meet either prong of Rogers, the appellate
court remanded the matter for a determination of that is-
sue.”” On remand, the district court applied the Rogers test
to enter summary judgment of noninfringement, which the
Ninth Circuit summarily afirmed. The Supreme Court then
granted Jack Daniel’s petition for a writ of certiorari, the first
question of which asked “[w]hether humorous use of anoth-
er’s trademark as one’s own on a commercial product is sub-
ject to the Lanham Act’s traditional likelihood-of-confusion
analysis, or instead receives heightened First Amendment
protection from trademark-infringement claims.”®

In answering that question, the Court vacated the Ninth
Circuit opinion by holding that the trademark nature of
VIP’s uses disqualified them from Rogers’s protection:

Without deciding whether Rogers has merit
in other contexts, we hold that it does not
when an alleged infringer uses a trademark
in the way the Lanham Act most cares about:
as a designation of source for the infringer’s
own goods. [The counterclaim defendant]
used the marks derived from [the counter-
claim plaintiff] in that way, so the infringe-
ment claim here rises or falls on likelihood
of confusion. But that inquiry is not blind
to the expressive aspect of the [the counter-
claim defendant’s] toy that the Ninth Cir-
cuit highlighted. Beyond source designa-
tion, [the counterclaim defendant] uses the
marks at issue in an effort to “parody” or
“make fun” of [the counterclaim plaintiff].

And that kind of message matters in assess-
ing confusion because consumers are not so
likely to think that the maker of a mocked
product is itself doing the mocking.°!

The Court further explained that:
[TThe Rogers test has applied only to cases

involving “non-trademark uses’—or other-
wise said, cases in which “the defendant has
used the mark” at issue in a “non-source-
identifying way.” The test has not insulated
from ordinary trademark scrutiny the use
of trademarks as trademarks, “to identify or
brand [a defendant’s] goods or services. 02

Thus, “the First Amendment does not demand a threshold
inquiry like the Rogers test. When a mark is used as a mark
(except, potentially, in rare situations), the likelihood-of-con-
fusion inquiry does enough work to account for the interest
in free expression.”®?

Nevertheless, the Court emphasized that Rogers's unavail-
ability in challenges to defendants’ uses of marks s marks
should not produce automatic findings of liability; rather, “a
trademark’s expressive message—particularly a parodic one,
as [the counterclaim defendant] asserts—may properly figure
in assessing the likelihood of confusion.”®* “Yet,” it contin-
ued, “to succeed, the parody must also create contrasts, so
that its message of ridicule or pointed humor comes clear.
And once that is done (if that is done), a parody is not often
likely to create confusion.”® The Court therefore concluded
that “although VIP’s effort to ridicule Jack Daniel’s does not
justify use of the Rogers test, it may make a difference in the
standard trademark analysis. Consistent with our ordinary
practice, we remand that issue to the courts below.”®

C. Post-Jack Daniel’s Developments
1. Opinions Dispensing with the Rogers Analysis

Not surprisingly, the Supreme Court’s opinion in Jack
Daniel’s has produced several opinions holding the Rog-
ers analysis inapplicable.®” This section addresses the three
most notable ones, two of which come from federal appellate
courts.

a. Punchbowl, Inc.v. AJ Press, LLC

Although it took months for it to do so, the Ninth Circuit
grudgingly acknowledged Jack Daniel’s abrogation of its past
authority in Punchbowl, Inc. v. AJ Press, LLC,%8 2 case it previ-
ously had held Rogers applicable to trademark uses by defen-
dants. The plaintiff’s mark in that litigation was PUNCH-
BOWL for online invitations and greeting cards, while the
defendant used PUNCHBOWL NEWS for an online news
publication (figure 3):
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Figure 3

® punchbowl

PUNCHBOWL

NEWS

Although the defendant argued that Jack Daniels did not
apply in cases in which defendants’ trademark uses were not
intended as parodies of plaintiffs’ marks, the court rejected
that contention.®” Nevertheless, in remanding the action to
the district court, it strongly suggested that the expressive na-
ture of the defendants publication should weigh against a

finding of liability:

[T]he expressive nature of [the defendant’s]
use of the Punchbowl Mark and the fact
that “punchbowl!” is a common word will
certainly be relevant in the likelihood-of-
confusion analysis. . . . When companies
operating in different spaces use the same
common words as trademarks with differ-
ent expressive connotations, it reduces the
likelihood of confusion.”®

Whether the Ninth Circuit’s vision of its expressive-na-
ture exception will swallow the rule in Jack Daniels remains
to be seen.

b. Vans, Inc. v. MSCHF Product Studio, Inc.

Jack Daniel’s holding that challenges to trademark uses by
defendants are properly evaluated under a straight-up appli-
cation of the likelihood-of-confusion test for infringement
led the Second Circuit to affirm the entry of preliminary
injunctive relief in a case in which the plaintiffs sought to
protect the marks and trade dress appearing in the left-hand
column below against the uses appearing in the right-hand

column (figure 4):!

The Second Circuit concluded that the defendants al-
leged “Wavy Baby” parodies of the plaintiffs’ marks and trade
dress were in the nature of trademark uses, and, informed
by that initial determination, it affirmed the district court’s
finding of likely confusion by applying its standard Polaroid
factors.”? A defense witness’s testimony that the plaintiffs
shoe was the “most iconic, prototypical” skate shoe on the
market established the strength of the plaintiffs’ marks and
trade dress.”? The similarity between the parties’ marks and
trade dresses presented a “closer question,” but, once again,
an admission against interest, namely, that “the [defendant’s]
Wavy Baby sneaker design intentionally evoked an image of
[the plaintiffs’] Old Skool sneaker” tipped the balance in the
plaintiffs’ favor.”# The court next affirmed the district court’s
finding of competitive proximity, holding that:

The district court did not clearly err in re-
jecting [the defendants] factual claim that
the Wavy Baby is a work of art meant to
be displayed rather than a pair of sneakers
meant to be worn. Although it is hard to
see why some people would wear the Wavy
Baby as a functional shoe, we owe that find-
ing deference. Many people are martyrs to
fashion and dress to excite comment.”>

Anecdotal evidence of actual confusion further weighed
in the plaintiffs’ favor,’ as did the general lack of sophistica-
tion among the parties’ customers.”” The district court might
possibly have erred in finding that the lower quality of the
defendant’s shoes favored a finding of liability, but, even so,
that one factor did not render incorrect the district court’s
ultimate conclusion that the plaintiffs likely would prevail
on their infringement claims.”® Consistent with the Supreme
Court’s holding to similar effect, the Second Circuit conclud-
ed that “if a parodic use of protected marks and trade dress
leaves confusion as to the source of a product, the parody
has not ‘succeeded’ for purposes of the Lanham Act, and the
infringement is unlawful.””?

Figure 4
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¢. Davisv.Amazon.com, Inc.

Although  Punchbow! and Vans yielded victories for
plaintiffs—at least in the short term where Punchbowl is
concerned—the Central District of California served up a
reminder in Davis v. Amazon.com, Inc.®° that such an out-
come is not inevitable, even when Rogers does not apply. The
plaintiffs in that case challenged the use of Gringo as the title
of a film featuring “a fictionalized account of an American
who . . . is on the run after being set-up by his ‘friends” for
distributing marijuana.”®! Based on the lead plaintiffs prior
use of Gringo: My Life on the Edge as an International Fugi-
tive as the title of a book with an allegedly similar plot, the
plaintiffs claimed likely confusion between the two titles and
successfully convinced the court that the defendants’ use was
in the nature of a source identifier.?? Despite the plaintiffs’
threshold victory on that issue, their complaint ultimately
fell short on a motion to dismiss for failure to state a claim
because it did not adequately allege likely confusion under
the standard multifactored test. In particular, its averments
established that the common word “gringo” was not a con-
ceptually strong mark, that the parties’ titles were dissimilar
when compared in their entireties, that the marketing chan-
nels were distinguishable, and that consumers of the two
works exercised at least some degree of care. The plaintiffs
may have adequately alleged their title’s commercial strength,
as well as the defendants’ bad faith and the competitive prox-
imity of the parties’ goods and services, but those consider-
ations did not defeat the motion to dismiss.®

2. Opinions Continuing To Apply the Rogers Analysis

For the most part, courts have assumed that the Rogers
analysis survives on a post-Jack Daniels basis if defendants’
alleged imitations of plaintiffs’ marks in the titles or contents
of expressive works do not constitute trademark uses. That
assumption has mostly, but not always, produced pro-defen-
dant outcomes.

a. Hermes Int’l v. Rothschild

A rare victory for a plaintiff under a Rogers-based analysis
followed a jury trial in the Southern District of New York in
a case arising in the context of non-fungible tokens.3* The
plaintiff, a luxury fashion business, sold high-end handbags
such as the following under the BIRKIN mark (figure 5, top

row).

In late 2021, the defendant, a self-styled “marketing strat-
egist” in the fashion industry, created digital images of faux-
fur-covered versions of the plaintiff’s bags, which he sold as
nonfungible tokens (figure 5, bottom row).

The defendant marketed his collection under the
METABIRKINS mark but claimed he did not actually use
that term when selling his NFTs; instead, he assigned each
a number. Following the denial of Rogers-based defense mo-

Figure 5

tions to dismiss and for summary judgment, and before the
Supreme Court’s decision in Jack Daniels, the jury found
infringement.

The defendant attacked that verdict in a post-trial motion
seeking either judgment as a matter of law or a new trial. It
argued in part that the jury instructions suggested that the
defendant bore the burden under Rogers to demonstrate its
entitlement to the First Amendment’s protection; that claim
fell short in light of an instruction to the contrary included at
the insistence of defense counsel.®> Moreover, the court held,
because it had instructed the jury that the explicitly mislead-
ing prong of Rogers required proof of an intent to confuse by
the defendant, the disputed instruction arguably favored the
defendant.3¢ “It remains only to add,” the court concluded,
“that if the jury found — as they did here — that [the defen-
dant] did use [the plaintiffs] marks with an intent to deceive,
any claim he might have to First Amendment protection was
waived. For nothing could be better established than that the

First Amendment does not eliminate liability for intentional
fraud.”8”

Another basis of the defendant’s post-trial bid to escape li-
ability was the alleged insufficiency of the plaintiff’s evidence
that the defendant’s conduct was explicitly misleading. The
Second Circuit and the Ninth Circuit are split on the proper
application of the second prong of the Rogers test. A plaintiff
proceeding under Rogers in the Ninth Circuit must demon-
strate that its opponent has engaged in some form of explic-
itly misleading conduct beyond merely creating a likelihood
of confusion,® while one in the Second Circuit need only
advance a “particularly compelling” showing of likely confu-
sion to prevail.® The district court did not directly address
that distinction, but, consistent with its reviewing court’s
case on the subject, it rejected the defendant’s attack on the
plaintiffs evidence of explicitly misleading conduct through
the lens of the Polaroid factors. Specifically, the court cred-
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ited the plaintiff's showings of the similarities between the
parties’ respective goods, “the distinctive place in American
cultural life” occupied by the plaintiff’s goods, the likelihood
of the plaintiff entering the NFT space, and evidence of ac-
tual confusion proffered by the plaintiff.”° That evidence of
actual confusion comprised the results of a survey conducted
by an expert retained by the plaintiff and a showing that “sev-
eral fashion magazines” had mistaken the defendant’s NFTs
as originating with the plaintiff.”! Although the court did
not address the plaintiff’s survey evidence at length, an ear-
lier opinion denying the parties’ cross-motions for summary
judgment credited the survey results for establishing a 18.7%

net confusion rate among respondents.”?

b. JTH Tax LLC v. AMC Networks Inc.

Hermeés notwithstanding, not all plaintiffs have prevailed
under Rogers in the post-Jack Daniel’s world.”> One of the
more notable examples of that phenomenon comes from the
Southern District of New York’s decision in JTH Tax LLC
v. AMC Networks Inc.* In that case, the owner of the LIB-
ERTY TAX SERVICE mark for tax services, including the
variation on that mark shown below on the left, sued against
the producers of the Better Call Saul television series based on
the appearance in the series of a fictional business operating

under the SWEET LIBERTY TAX SERVICES mark (figure
6).95

Figure 6

A I:":": - I‘.'d-u T v-l-"""_':lmn.m
l LIBERTY iﬁ
TAax '

SERVICE Fziait 37
i

Employing the Second Circuit’s version of the Rogers test,
the district court found the plaintiff had failed to allege facts
establishing the particularly compelling case of likely confu-
sion required to support a finding of explicitly misleading
conduct by the defendants.? It therefore dismissed the com-
plaint for failure to state a claim.

¢. Harav. Netflix, Inc.

Consistent with the outcome in J/TH Tax LLC, a Cali-
fornia federal district court granted a motion to dismiss for
failure to state a claim in Hara v. Netflix, Inc.”” The plaintiff in
that case, a well-known Hollywood drag queen, challenged
the defendants’ alleged animated depiction of her “in a show
featuring LGBTQ+ characters that takes place in West Hol-
lywood,” as well as in an advertisement for that show.”® In
granting the defendants’ Rogers-based motion to dismiss,

the court first found that the defendants’ use of the plain-
tiff's appearance was artistically relevant to the show, forc-
ing the plaintiff to rely upon Rogers’s second prong.”® Then,
with respect to that prong, the court held that “[tJhe mere
appearance of a name or likeness in an expressive work is
not sufficient to render it misleading. Instead, to be liable for
misappropriation under the Lanham Act, a defendant must
make ‘an explicit indication, overt claim, or explicit mis-
statement’ to mislead.”!% The court did, however, grant the
plaintiff leave to replead her federal false endorsement cause
of action under Section 43(a) of the Lanham Act,'°! to ad-

dress the deficiencies of its complaint under Rogers’s second

prong.'%2

IV. Conclusion

If the Supreme Court has historically been slow to take up
cases presenting potential conflicts between the First Amend-
ment right to free speech and the protection of trademark
rights it has made up for lost time in recent years. Whether
or not as a result of that trend, the lower federal courts also
have been unusually active over the trailing twelve months
in addressing claims of free speech by defendants accused of
violating plaintiffs’ trademark rights. If litigants’ experiences
in the wake of 7am, Brunetti, and Jack Daniel’s are any indica-
tion, though, one thing is apparent: The Court’s opinion in
Elster is likely not the last word on the subject.
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