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KEY TAKEAWAYS
2023 Trademark Seminar: Anatomy of a Rebrand

This panel will examine the process of a corporate rebrand, and walk through some of the trials, tribulations,
and triumphs you can expect with a rebrand. With the following key considerations, you’ll be equipped to
support your business in its next rebrand initiative.

The Catalyst: Business Objectives

There are many different types of catalysts that drive a corporate rebrand. In some
instances, a rebrand may be the result of a business’ evolution, a driving factor to
enter a new market, or a powerful tool to communicate to the world the company is
going to begin offering something substantially more (or different) from what it originally
introduced to market. Some businesses seek to break from their pasts, while others
strive to maintain a connection to brand heritage.

There are many forces that can be the driving factors behind a corporate rebrand
and knowing what those interests are will help the legal team frame its opinions and
identify risks.

The Stakeholders & Decision-makers

Every legal team working through a rebrand will need to identify the stakeholders and
decision-makers, both internally and with outside counsel and/or vendors. These figures
will drive the internal processes and communication. Knowing the audience (legal vs.
non-legal) will allow the legal team to tailor its advice to ensure the appropriate risk
levels are being conveyed with practical implications. By knowing who the stakeholders
and decision-makers are, the legal team can share the why, and not just the what, in an
effective manner.

The Rebrand: The Structural Makeup

Once the decision to rebrand manifests itself, there are five steps to consider:
1. Mark Selection: In-house creatives, outside brand agencies, and existing trademarks

in a business’ portfolio are three exemplary tools in the legal team’s “toolbox” to
select potential candidate marks. There are legal considerations for each method. For
example, contracts must be in place if a business is engaging third-party agencies,
and existing trademark portfolios may be narrow and restricted from further expansion
due to existing third-party rights. And further, some brand agencies will prepare “pre-
clearance diligence,” which may cause some buzz with the stakeholders, but may not

have been properly vetted before being proposed.

2. Clearance & Diligence: Exhaustive trademark searches and investigations will be
necessary to ensure any risks associated with the use and/or registration of the new
mark are relayed and acceptable for the business. The legal team will also need to
consider its priorities during the early stages of searching as to whether it will prioritize
the registrability of a trademark versus its use (and understanding why the reason for
registrability (or non-registrability) is important to the business).

3. Acquisitions: During the clearance process, there may be trademarks the business
wants to acquire to achieve its desired outcome. Not every acquisition will be
seamless, and several may be difficult. Learning how to navigate those conversations
will help further the business’ goals.

4. Secure Related Intellectual Properties: A rebrand involves more than a trademark.
The business should, for example, consider a number of related IP properties as part
of the overall rebrand:

*  Domains / URLS

» Stock symbols

*  Mobile app names

+ Websites (intranet v. internet)

* Building signage

* Product packaging and product branding
» Serial plates for consumer goods
* Business badges

* Business cards

* Letterhead

* Uniforms

« Company vehicles

 ERP systems

5. Filings: Once the business has selected its finalist mark, new trademark filings will
be necessary. Critical to moving forward is having a strong filing strategy. Determining
what trademark(s) need to be filed, when and where will depend on one question:
What is mission critical for day one of announcement?

Depending on business needs, the legal team will need to consider stealth filings,
with the goal to expand protection through priority foreign filings, or extensive day-one
filings on the morning of announcement. The new filings will also depend on the type
of rebrand. For example, an umbrella or holding company may require fewer classes
and filings, whereas a full corporate rebrand will need to address the company’s full
portfolio of goods and services— and in every jurisdiction the company does business
(and potentially more).

The Corporate Identity

If a company is rebranding its corporate identity, it is important to understand whether the
rebrand is merely a name change or if there is a change in corporate structure. This will
undoubtedly impact existing agreements and trademark licenses. Trademark licenses, for
example, cannot be assigned without an express provision providing for assignment. These
are considerations that must be addressed before the name change is complete and the
former company ceases to exist. There may be tax implications with the new identity.

Upon completion of the rebrand, there are also several things to consider with respect to
the brand’s existing trademark portfolio and updating ownership information. For example,
assignments may need to be filed and recorded in every jurisdiction where the business
has acquired trademark rights. The business will also likely need to record its name
change through the proper channels.

The Big Reveal: Institutional Challenges

Maintaining consumer loyalty is paramount with any rebrand. Consumer loyalty,
however, may be to the company’s flagship products and consumers may not even

be aware of the actual company name behind it. In these instances, a rebrand may

be a unifying act around a new business plan, or a statement to Wall Street. In other
instances, a rebrand may be a very pivotal shift in corporate identity, and there may

be third parties (competitors or consumers) that voice objections to a selected mark. A
rebrand can be accepted with excitement and delight in some instances, and skepticism
or objections in others.

Feeling confident that the business has made an informed decision with the necessary
knowledge and risks will help the team navigate these types of challenges after
announcement.
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