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Predicting The Success Of Claim-Rejection Appeals
By Sameer Vadera and Kate Gaudry, Kilpatrick Townsend & Stockton LLP

Law360, New York (May 15, 2017, 11:23 AM EDT) --

Applicants may seek review of examiners’ claim rejections by initiating an appeal
with the Patent Trial and Appeal Board. A typical appeal cycle has several stages.
First, an appeal brief is filed by the applicant;[1] second, an examiner’s answer is
issued in response to the appeal brief;[2] and third, a final decision is issued by the
PTAB.[3] Appeal entry decisions, however, warrant an applicant’s careful
consideration because an appeal may result in several potential outcomes that
significantly differ with respect to delay, cost and allowance prospects.

Further complicating the matter, the appeal cycle involves several decision-makers N?

who independently impact the appeal’s chances of allowance at various stages. The  Sameer Vadera
decision-makers include the application’s examiner, the supervisory patent
examiner (SPE) who must approve of each U.S. patent and Trademark Office action
(e.g., examiner answer, allowance, or office action) issued during an appeal cycle,
and the PTAB, which optionally hears oral arguments[4] and issues a final
decision.[5]

Navigating the appeal cycle from appeal brief filing to allowance can be a daunting
task for applicants, given the complexities of the various stages and decision-
makers. We previously reported that a substantial portion of appeals exit the
appeal cycle with a favorable result before the appeal reaches the PTAB.[6] Kate Gaudry

Using this data point and additional analyses, we set out to identify whether there were any predictors
of post-appeal-brief allowances. Particularly, we investigated allowance rates of examiners and of art
units (to approximate allowance rates associated with SPEs). Any identified predictors could be used to
inform applicants’ appeal entry decisions and appeal expectations.

Data Collection and Analysis Techniques

To investigate whether allowance rates of examiners or allowance rates of art units predict appeal
success, we used LexisNexis PatentAdvisorSM to identify each appeal brief filed between Jan. 1, 2010,
and Dec. 31, 2011. The PatentAdvisorSM data tracked each of these appeals throughout its appeal cycle,
so as to identify the stage at which the appeal exited the appeal process and the allowance rates of each
of the examiner and the art unit.
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Our methodology was twofold. First, we assigned each appeal to a bin representing a 10 percent range
of art unit (AU) allowance rates. For example, a first bin includes all appeals in which the application was
assigned to an art unit with an allowance rate of 10 percent or below, a second bin includes all appeals
of applications in art units with allowance rates of 11-20 percent, and so on. We then determined the
distribution of events following filing of the appeal brief for each allowance rate bin. Second, we
similarly assigned each appeal to a bin representing a 10 percent range of examiner allowance rates and
calculated the distribution of events following appeal brief filing for each bin.

Comparing Decision-Makers: Can AU or Examiner Allowance Rate Predict Appeal Success?

Figure 1 shows the percentage of appeals that were allowed after the filing of an appeal brief and before
an examiner answer was issued. Data is shown as a function of examiner allowance rate (blue bars) and
also as a function of art unit allowance rate (yellow bars). The data relative to the art unit allowance rate
monotonically increases across bins, meanwhile the data relative to the examiner allowance rate shows
a more complicated relationship. We note that for the two highest bins in the examiner-binned data,
few appeals were assigned to these bins (e.g., approximately n < 150 for the highest bin).
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Therefore, art unit allowance rate may be a more useful metric in predicting the likelihood of receiving
an early allowance.

Several reasons may explain the correlation between appeal success and art unit allowance rates. For
example, at least in some capacity and as noted above, art-unit allowance decisions tend to be driven by
SPEs. Once an application enters the appeal cycle, the SPE is necessarily more involved in the process. In
particular, the SPE must approve of an appeal exit initiated by the examiner, either by allowance or a
new grounds of rejection.[7] Presumably, an SPE who is more inclined to allow cases can be reflected in



the SPE’s art unit allowance rate. For instance, the SPE may be more inclined to guide the appeal to
allowance than to the PTAB.

An examiner’s allowance rate, however, represents the examiners’ likelihood of allowing applications
during normal prosecution. While the SPE may exert influence during normal prosecution, the examiner
is typically largely autonomous. The examiner has less independence in the appeal cycle than in normal
prosecution. The SPE must approve examiner-initiated appeal exits, including exits to allowance,
whereas, examiners can allow applications without an SPE signoff during prosecution.

Conclusion

Savvy applicants can leverage the correlation between art unit allowance rates and appeal cycle
allowance prospects to inform appeal entry decisions. For example, our data shows that appeals for
applications assigned to high-allowance-rate art units are more likely to exit the appeal cycle early with a
favorable outcome than appeals for applications assigned to low-allowance-rate art units. In contrast,
our data shows that examiner allowance rates are not strong predictors of allowance prospects of an
appeal. Therefore, prosecution decisions and expectations can be developed based on art unit
allowance rates to determine whether to initiate an appeal cycle and to appreciate likely outcomes of
such a decision.

Sameer Vadera is an associate and Kate Gaudry, Ph.D., is a senior associate in the Washington, D.C.,
office of Kilpatrick Townsend & Stockton LLP.

The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its
clients, or Portfolio Media Inc., or any of its or their respective dffiliates. This article is for general
information purposes and is not intended to be and should not be taken as legal advice.
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[2] See MPEP 1207. After the examiner answer is issued, the appellant has the opportunity to file a reply
brief within two months from issuance of the answer. Appellants are not normally required to file reply
briefs, however, when the examiner answer sets forth a new ground of rejection, then the Appellant
must respond in a reply brief. In addition, appellants must pay a forwarding fee of $2,000 within two
months after issuance of the examiner answer in order for the appeal to be forwarded to the Board.
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Decision Time, IPWatchdog.com (forthcoming).
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out of the appeal cycle. Lastly, the PTAB is the decision-maker for appeals that reach the end of the
appeal cycle.
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