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• Inventorship 
– The individual(s) who “conceived” 

of an invention 
• E.g., in a patent 

– Patent ownership initially vests in 
the inventors 

– Patent provides right to exclude 
others from making, using, 
selling, offering for sale or 
importing invention 

– Focus: patent claims 
– Order of names legally irrelevant 
– Improper designation can render 

patent unenforceable 
 

• Authorship 
– The originator(s) of any written 

work, e.g., in scholarly article 
• Requires a “significant scientific 

contribution” 
– Copyright ownership initially vests 

in authors and provides exclusive 
right to produce or distribute the 
work 

– Reputational benefit 
– Focus: entire document 
– Order of names can be significant 
– Improper designation could lead 

to serious reputational damage 
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Inventorship vs. Authorship  

Improper attribution can have severe consequences 



Types of Attribution Abuse 

• Coercive authorship/inventorship 
– Improper attribution based on 

seniority/leadership/reputation 
• Honorary/Gift authorship/inventorship 

– Improper attribution based on reputation or 
friendship 

• Ghost authorship/inventorship 
– Failing to name an individual who should properly 

be named as an author/inventor 
• Fraudulent authorship/inventorship 

– Improperly claiming another’s work as your own 
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• Under US Law, Inventorship requires: 
– Conception 

• when an idea is sufficiently permanent and definite to 
permit one of ordinary skill in the relevant field to reduce 
it to practice without undue experimentation 

• Must include every feature claimed in the patent 

– Reduction to Practice 
• Making a working example of the claimed invention 
• Filing of a patent application constitutes “constructive” 

reduction to practice 
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Inventorship 

Invention typically refers to conception 



Method and Means for 
Creating Anti-Gravity Illusion 

US Pat. No. 5,255,452            
to Jackson et al. 

Inventorship: Example 



Method and Means for 
Creating Anti-Gravity Illusion 

US Pat. No. 5,255,452            
to Jackson et al. 

Inventorship 



It’s all about the Claims! 

• One or more authors of 
the patent application 
may not be inventors 
 

• One or more inventors 
might not be co-authors 



Joint Inventorship 

• What does joint inventorship 
mean? 
–“For persons to be joint 

inventors…, there must be some 
element of joint behavior, such as 
collaboration or working under 
common direction…” 
 

 
8 Kimberly-Clark Corp. v. Procter & Gamble Distributing 

Co., Inc., 973 F.2d 911 (Fed. Cir. 1992). 



• A technician who merely performs 
experiments at another’s request 

• Being a supervisor or manager 
• Reducing the invention to practice 

through known means 
• Identifying a problem without coming up 

with the solution to the problem 
• Suggesting an obvious feature—even if 

it makes its way into a claim! 
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What does not constitute invention? 



• During examination 
– Claims are frequently added, deleted or amended 
– These changes may necessitate a change of inventorship 
– Inventorship changes are liberally permitted during 

examination 

• After grant 
– If an inventorship error is not discovered until after a patent 

has granted, it can be changed by: 
• Certificate of correction  
• Reopening examination (reissue proceedings) 
• During litigation 

– Correction is unlikely if the original error was intentional 
(fraudulent).  

• Patent likely unenforceable 
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Inventorship changes 



Authorship 

• US Copyright Law 
– “[T]he author is the party who actually 

creates the work, that is, the person who 
translates an idea into a fixed, tangible 
expression entitled to copyright 
protection.” 

– Author includes the employer in “Works 
Made for Hire” 

• This definition is separate from authorship 
as understood in scholarly articles 
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Community for Creative Non-Violence v. Reid,  
490 U.S. 730, 737 (1989)  



• Co-Authorship 
– Includes all persons who have: 

• made significant scientific contributions to the work 
reported, and 

• who share responsibility and accountability for the 
results. 

– Submitting author accepts the responsibility of 
having included all appropriate co-authors 

– Submitting author should have sent each co-
author a draft copy of the manuscript and have 
obtained the co-author’s assent to co-authorship 
of it. 
 

 

 

 

12 “Ethical Guidelines to Publication of Chemical 
Research,” ACS Publications (2015). 

ACS Authorship Guidelines 



Acknowledgement vs. Authorship 

• Contributions that do not qualify for Authorship 
but that should be Acknowledged 
– Providing funding, technical advice, reagents, 

samples or data 
– Providing students or technical personnel who 

perform studies 
– Routine collection of data/experimentation 
– General supervision of the research group 

 
 

 

13 International Committee of Medical Journal Editors 
(ICMJE) Authorship Guidelines 



Ethical Obligations of Authors 

• Provide accurate and complete account of the research 
performed 

• When requested, provide data, methods and samples of 
unusual materials unavailable elsewhere 

• Cite influential publications in determining the nature of 
the reported work.  
– Guide reader quickly to earlier work essential for 

understanding the article  
– Perform literature search and cite closely related work 

• Duty to inform editor of any related manuscripts by author 
• Improper to submit manuscript describing the same 

research to multiple journals (unless previously 
rejected/withdrawn) 

 
 

 
 
 

14 “Ethical Guidelines to Publication of Chemical 
Research,” ACS Publications (2015). 



Ethical Obligations of Authors 

• Identify the source of all quoted or offered 
information unless “common knowledge” 

• Although criticism of another’s work may be 
appropriate, personal criticism is not. 

• Identify any potential and/or relevant 
competing financial or other interests of all 
authors 

• No plagiarism: “appropriation of another 
person’s ideas, processes, results, or words 
without giving appropriate credit” (45 CFR 
§689.1) 

 
 

 

 

 

15 “Ethical Guidelines to Publication of Chemical 
Research,” ACS Publications (2015). 



Publishing outside of the  
Scientific Literature 

• Same basic guidelines apply 
• Common words and less precision may be 

acceptable 
– Some loss of accuracy can be condoned 

• Avoid proclaiming a discovery to the public unless 
experimental, statistical or theoretical support for it is 
of strength sufficient to warrant publication in the 
scientific literature. 
– Account of experimental work should be submitted as quickly as 

possible in a scientific journal 
– Beware: public disclosure of the research might be considered as 

equivalent to a preliminary communication in the scientific literature 
 
 

 

 

 

16 “Ethical Guidelines to Publication of Chemical 
Research,” ACS Publications (2015). 



Non-Disclosure Agreements 

• What is an NDA? 
– An agreement between two parties not to 

disclose certain confidential information 
– May be used to permit a party to work with 

another party on a research project 
 

• So what do NDA’s have to do with 
inventorship/authorship? 
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Non-Disclosure Agreements 

• Michael’s Dilemma: 
– Michael invents a method for 

Creating an Anti-Gravity Illusion 
– Michael enters an NDA with Velcro 

Co. to develop high strength velcro 
for his method. 

– Michael discloses his method to 
Velcro Co. under the NDA. 

– Later, Michael learns that Velcro Co. 
has prepared and filed a new patent 
application on its new velcro. 

– Michael asks Attorney K to prepare a 
patent application for his new 
method. 

– What are the parties’ rights in 
Michael’s invention? In the improved 
velcro? 
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Non-Disclosure Agreements 

• Things to watch out for: 
1. Correct type of NDA? One/Two way? Sample exchange? 
2. Carefully define the scope of the confidential information in 

the agreement, and any restrictions on its use 
3. Keep a Paper Trail: Check the agreement! 

• Ensure all disclosed confidential documents are labeled as 
confidential 

• Verbal disclosures often require confirmation of the 
confidential nature of the disclosed information, in writing, 
within a certain period of time 

– Failure to do so may exclude that information from the 
NDA—possibly resulting in its public disclosure! 

4. Ensure you are using the information within the scope of 
the agreement 
• Oftentimes, there are restrictions on the use of the confidential 

information (e.g., no testing of a provided sample). 
19 
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Thank you! 

Justin Krieger 
 
jkrieger@kilpatricktownsend.com 
1.202.481.9922  
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