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What is “Social Media”?
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What is “Social Media”?

“Brands are now becoming conversation 
factors where academics, celebrities, experts 
and key opinion formers discuss functional, 
emotional and, more, interestingly, social 
concerns.”

– Simon Clift, CMO, Unilever
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Social Media

• Tremendous growth in social media.

• Over 22% of Internet time spent on social 
networking sites (Nielsen June 2010).

• Changing the culture, communication and 
branding.
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Social Media Platforms
• Social and Professional Networking
• Multimedia Sharing
• Blogging
• Microblogging
• Geo-location
• Collaboration
• Live Broadcast
• Reviews
• Virtual Worlds
• Mobile Apps
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Social Networks

6Source:  http://www.facebook.com/Starbucks

24,503,326
people like this
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Multimedia Sharing

7Source:  http://www.youtube.com/watch?v=Ff-sB6qKNaM
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Multimedia Sharing

8Source:  www.facebook.com/oldspice
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Blogging

9Source:  http://www.themarthablog.com
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Blogging

10Source:  http://www.blogger.com/start
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Blogging

11Source:  http://dailywag.marthastewart.com
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Microblogging

12Source:  http://twitter.com/#!/BarackObama
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Microblogging

13Source:  http://www.usatoday.com/news/washington/2011-07-05-obama-twitter-town-hall_n.htm
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Geo-Location

14Source:  https://foursquare.com
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Live Broadcast

15Source: http://www.ustream.tv/ 
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Reviews

16Source: http://www.yelp.com/biz/hotel-del-coronado-coronado
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Collaboration

17Source:  http://en.wikipedia.org/wiki/Pepsico
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Collaboration

18Source:  www.wwd.com
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Apps

19Source: http://www.flickyourbic.com/concertLighter_download.cfm
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Apps

20Source: http://www.moleskine.com/moleskine_world/moleskine_app/moleskine_iphone_app_sign-up.php
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Does Your Company Have a Social Media 
Policy?

21Source:  http://www.nytimes.com/2009/04/16/business/media/16dominos.html?pagewanted=print

When two Domino’s Pizza employees filmed a prank in the
restaurant’s kitchen, they decided to post it online. In a few days,
thanks to the power of social media, they ended up with felony
charges, more than a million disgusted viewers, and a major
company facing a public relations crisis.
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Does Your Company Have a Social Media 
Policy?

With social media giving everyone a voice, it is 
important for employees to understand their 
employer’s position regarding employee interaction 
with social media and related legal issues.
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Social Media Policy Can Run The Gamut 
From Restrictive to Permissive?

• Research the contexts in which employees communicate 
about the company online and tailor policy accordingly.

• Communicate company priorities and policies in coherent, 
consistent manner that abides by the corporate culture 
and protects company intellectual property and 
reputation.

• Useful compendium of social medial policies:  
http://socialmediagovernance.com/policies.php
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http://socialmediagovernance.com/policies.php
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Social Media Policy Checklist
Be truthful in any discussions when speaking in “employee” capacity
Do not speak on behalf of the company
Disclose to the company instances when you specifically mentioned the 
company in a blog post or comment
Ensure no confidential information is disclosed
Speak respectfully about competitors, contractors, customers, and partners
Do not argue with those derogatory of the brand, but instead direct them to 
appropriate company personnel
Never write anything you would not want to see in a newspaper headline
Consider disclaimer as to whether the employee speaks in
individual or corporate capacity
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Social Media Disaster Preparedness
• Have an emergency response team in place to 

respond quickly to PR fiascos.
• “Put out social media fires with social media 

water.”

25Source: http://channel.nationalgeographic.com/series/factory-floor/3366/Overview
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Is Your Company Implementing a Social 
Media Enforcement Strategy?

26Source: http://www.playkidsgames.com/games/wam/wam.htm
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Factors to Consider

• Who posted the content?

• What result are you seeking and why?

• Is the use damaging to your business/IP?

• Is the use a violation of the terms of service of the site?

• Is the use a violation of law?

• Is a claim consistent with a free, open conversation 
about the brand?
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Most Promising Legal Theories Against 
Direct Infringers in U.S.

• Trademark Infringement
• Trademark Dilution
• False Advertising
• Copyright Infringement
• Anti-Cybersquatting
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Most Promising Defenses Available to 
Direct Infringers in U.S.

• First Amendment of the U.S. Constitution
• Fair Use
• Attacking the Validity of Intellectual Property
• Disclaimers
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Most Promising Theories Against Hosts 
of Infringing Content in the U.S.

“One infringes contributorily by intentionally 
inducing or encouraging direct infringement 
and infringes vicariously by profiting from 
direct infringement while declining to exercise 
a right to stop or limit it”

‒

 

U.S. Supreme Court in MGM v. Grokster, 545 U.S. 913 (2005) 
(emphasis added).
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Contributory Copyright Infringement
• Owner of social networking web site is publisher entitled 

protection under Digital Copyright Millennium Act 
(“DMCA”).

• Designate agent with U.S. Copyright Office.
• No participation in development of content.
• No direct financial benefit.
• Clear, readily accessible complaint and take-down 

information.
• Prompt take-down. 31
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Contributory Trademark Infringement

• Secondary liability not imposed based on “generalized” 
knowledge of infringing activity (e.g., offers of counterfeits).

• Specific knowledge of the infringing activity is required.
• Brand owners are responsible for monitoring sites and 

providing notice of specific instances of infringement.
• Notification of specific infringement triggers duty to 

investigate and act.
– Second Circuit in Tiffany (NJ) Inc. v. eBay Inc., 

600 F.3d 93 (2d Cir.), cert. denied, 131 S.Ct. 647 (2010).
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Terms of Use/Service
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“You may not use our 
service for any 
unlawful purposes…”

Source:  
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Reporting Infringement to Twitter

34Source:  www.twitter.com/forms/trademark; www.twitter.com/forms/dmca
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Prioritizing Social Media Enforcement 
Efforts
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Spectrum of Uses
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An Ounce of Prevention

• Review terms of use of third-party sites before 
posting company pages, and monitor for 
changes.
• E.g., Facebook and Twitter terms of use state that the 

poster maintains ownership rights to the content, but 
include broad license rights for Facebook or Twitter to 
use the posted content.

• Terms of use can change without notice.
36
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An Ounce of Prevention

• When posting copyrightable content like product 
images or handbooks, consider whether the 
company should file a U.S. copyright registration 
for that content prior to posting.

• Display appropriate copyright and trademark 
notices on digital content.

• Post trademark and copyright terms of use.
37



38

An Ounce of Prevention

• Consider digital fingerprints or watermarks on 
images so that third parties understand that they 
cannot simply copy and paste those images for 
their own purposes.

• Provide a licensing procedure.
• Secure user names early (and often, in advance 

of new launches).
38
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An Ounce of Prevention

39Source:  http://namechk.com
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Is Your Company Hosting Social Media?

40

Don’t panic.
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Safe Harbors for Hosting User- 
Generated/Third Party Content in U.S.

• DMCA (Digital Millennium Copyright Act) can 
protect against copyright infringement liability.

• Notice and takedown procedure can also 
protect against trademark liability.

• CDA (Communications Decency Act) can 
protect against other tort liability.
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Safe Harbors for Hosting User- 
Generated/Third Party Content in U.S.
• Terms of Service/Use can provide additional protection.

• Consider click-through agreement.

• Secure appropriate licenses and releases for user 
generated content.

• Prohibit unlawful activity.

• Provide notice and take-down procedures.

• Reserve all necessary rights.

• Choice of law and forum.
42
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Issues to Spot

• Applicable law
• Brand Owner Generated Content (and Editing)
• Privacy Concerns
• Endorsements and Testimonials
• Contests
• Industry Specific Requirements
• Employment/Fair Housing Issues

43



44

“The Thinking Man’s Social Media Site”

44Source: http://www.ted.com/talks/gel_gotta_share.html



4545Source: http://www.ted.com/talks/gel_gotta_share.html
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Conclusion
“Mobile and social innovation is so torrid right now.  You 
can’t move forward at a trot, because the industry is 
moving at a gallop.  If you move ahead at a steady pace, 
you will fall behind.”

– Scott Galloway, New York University Marketing Professor

Sources: http://www.wwd.com/media-news/digital/department-stores-and-m-commerce-leading-the-social-media-way-5084820;
http://12thinktank.com/research/reports/
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Conclusion
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Thank you for the opportunity
to speak with you in person.

Lisa Pearson, Partner
Kilpatrick Townsend & Stockton LLP

31 West 52nd Street, 14th Floor 
New York, NY, USA, 10019 

t 212 775 8725 
f 212 775 8800
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